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In rE Crossy STEAM GAGE AND VALvE Co. 


Court of Appeals of the District of Columbia 
February 4, 1918 


Trape-Mark—Descriptive Tero. 
The words “High Efficiency” as a trade-mark for safety relief 
valves, is descriptive. 

Appeal from a decision of the Commissioner of Patents (7 
T. M. Rep. 404) rejecting the application. Affirmed. 

Rk. W. Foster, for appellant. 

T. A. Hostettler, for Commissioner of Patents. 

Ross, J.: This is an appeal from a decision of the Patent 
Office denying registration of the words “High-Efficiency” as a 
trade-mark for safety relief valves. 

We agree with the Patent Office that this mark is more de- 
scriptive than suggestive and hence that, under the numerous 
decisions of this court, it is not subject to exclusive appropriation. 

The decision is affirmed. 


Rock Sprines Distititine Co. v. W. A. Garnes & Co. 
(38 Supreme Court Rep. 327) 
United States Supreme Court, March 18, 1918 
1. Trape-Mark—Same Description oF Goons. 
The right to a trade-mark for blended whiskey includes the right 
to control its use on straight whiskey. To hold to the contrary would 
be to permit the use of the mark for the deception of the public, not 
only as to the origin of the goods, but as to their nature and quality. 
2, Trape-Marxs—Recistration—EFrect. 
The registration of a mark in the United States Patent Office by 
another does not affect the rights of the first user, nor strengthen an 
otherwise defective right to the mark. A prior adjudication adverse 
to the title of the registrant is none the less conclusive against it. 
On writ of certiorari to the United States Circuit Court of Ap- 
peals for the Sixth Circuit. Decree of the Circuit Court of Ap- 
peals reversed and that of the District Court, dismissing the bill, 
affirmed. 

For decree of the District Court, see 3 T. M. Rep. 157; for 
decree of the Circuit Court of Appeals, see 6 T. M. Rep. 10. 


This is a bill in equity brought by the Gaines Company against 
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the Rock Spring Company to restrain the latter from using the 
trade-mark of the former. The trade-mark is registered and is 
employed by the Gaines Company to designate a brand of straight 
rye or straight bourbon whiskey manufactured by that company. 

The following are the facts of the bill, stated narratively: 

The Gaines Company is the owner of a whiskey distillery in 
Woodford County, Kentucky, known and named as the Old Crow 
Distillery. It is the only one in the state that is or ever has been 
designated by the name of “Crow” or “Old Crow.” 

Its product has been at all of the times mentioned in the bill 
straight rye and straight bourbon whiskey and to it there has at all 
times been applied the trade-mark consisting of the words “Old 
Crow” by being imprinted or branded on the wooden box containing 
the whiskey and imprinted upon labels affixed to bottles containing 
the whiskey. The trade-mark is now and for many years past has 
been used by the company and its predecessors in commerce among 
the states. 

On February 26, 1909, it filed in the Patent Office, in pur- 
suance of the Act of February 20, 1905 (33 Sta. 724) in due form 
and under the conditions required, an application for registration 
of the trade-mark and a certificate of registration for the same 
was duly issued and for many years past has been used by the com- 
pany as a trade-mark for its straight rye and straight bourbon whis- 
key. 

The Gaines Company, availing itself of certain acts of Con- 
gress, began and has ever since maintained the bottling of the “Old 
Crow” in bond and it was then and has ever since remained the 
only “Old Crow” whiskey bottled in bond and has an extensive 
sale throughout the United States and in foreign countries; and 
when so bottled in bond it is known as and called “Old Crow 
Bottled in Bond,” is so marked, and commands a high price. 


The Rock Spring Company is a corporation, has a distillery 
in the county of Daviess, Kentucky, and is the owner of a distillery 
situated therein known as. Distillery No. 18, operated by Silas 
Rosenfield, one of the defendants. 
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The Rock Spring Company, in fraud of the Gaines Company’s 
rights and in infringement of its trade-mark, made or caused to be 
made and sold or caused to be sold in Kentucky a certain spurious 
straight bourbon whiskey, not the product of the Gaines Company, 
and branded the same with the words “Celebrated Old Crow Whis- 
key Bottled in Bond,” have caused the same to be bottled in bond, 
have applied to the labels thereon the words “Old Crow” in script 
type, and have caused the same to be sold and transported in inter- 
state commerce, and this with the intent to mislead and deceive 


the public, and are doing so and will continue to do so unless re- 
strained. 


An injunction is prayed and an accounting. 

Demurrers were filed by the Rock Spring Company and Rosen- 
field, which were overruled, and then they answered, pleading a 
prior adjudication based upon the following alleged facts: A suit 
was brought in the United States Circuit Court for the Eastern 
Division of the Eastern District of Missouri by W. A. Gaines & Com- 
pany against Abraham M. Hellman and Moritz Hellman charging 


infringement of the trade-mark and unfair competition. The bill 
was subsequently amended making Max Kahn, administrator with 
will annexed of the estate of Abraham M. Hellman, deceased, a 
party to the suit. Upon the issues framed a decree was entered in 
favor of the complainants, an injunction granted and an account- 
ing ordered. 

The decree was reversed by the United States Circuit Court 
of Appeals for the Eighth Circuit with directions to dismiss the bill 
on the ground that the evidence clearly showed that the predecessors 
in business of the appellants therein had adopted the words “Old 
Crow” as a trade-mark for whiskey as early as the year 1863 and 
the evidence failed to show that the predecessors of the Gaines 
Company had used the words as a trade-mark prior to the year 
1870. 

A petition for certiorari to review the decision was denied by 
the Supreme Court of the United States. 

Other proceedings were had in the suit pending its appeal and 
afterward. The suit, however, was finally dismissed on the merits 
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because of the decision of the Court of Appeals and the action of 
the Supreme Court of the United States. 
Defendants are in privity with the parties recovering under 
those decisions and decrees and are manufacturing whiskey under 
contracts of agency from them or their successors and neither have 
nor claim any right except through such contract. 
The Hellman Distilling Company filed a petition to be per- 
mitted to intervene, which was denied. (C.C.) 179 Fed. 544. 
After hearing, a decree was entered sustaining the plea of 
former adjudication based on the decree of the District Court for 
the Eastern District of Missouri and accordingly and for that reason 
the bill of complaint, so far as it sought relief for any infringement 
of the trade-mark “Old Crow” in connection with its use on whis- 
key, was dismissed. And it was further decreed that the registration 
of the trade-mark July 20, 1909, could not and did not invalidate 
or nullify the estoppel. 
The decree was reversed by the Circuit Court of Appeals and 
thereupon this certiorari was applied for and allowed. 
Luther Ely Smith, of St. Louis, Mo., and William T. Ellis, of 
Owensboro, Ky., for petitioners. 

Edmund F. Trabue, of Louisville, Ky., James L. Hopkins, of 
St. Louis, Mo., and Daniel W. Lindsey, of Frankfort, Ky., 
for respondent. 

Mr. Justice McKenna, after stating the case as above, de- 
livered the opinion of the court. 

The decree of the District Court for the Eastern District of 
Missouri, directed by the decision of the United States Circuit 
Court of Appeals for the Eighth Circuit, is pleaded in bar, and 
whether it is such depends upon the issues that were made, or 
passed upon in those courts. 

The bill of complaint in the case alleged that in 1835 one 
James Crow (he is the James Crow of this suit) invented and for- 
mulated a novel process for the production of whiskey which he did 


not patent or seek to patent but kept for his own use until his 
death in 1855. 
During all of the time after 1835 the whiskey so produced was 
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known and styled as “Old Crow” whiskey and the designation was 
adopted and used as a trade-mark. 

After the death of Crow one William F. Mitchell, to whom 
Crow had communicated his secret process, continued the distilla- 
tion so designated and in 1867 a partnership, styled Gaines, Berry 
& Co., obtained possession of the distillery wherein the whiskey 
distilled by the indicated process continued to be produced by the 
same process until the partnership was succeeded by W. A. Gaines 
& Co., and the latter company succeeded also to all of the partner- 
ship assets of the other and continued to produce the whiskey until 
the incorporation of the complainant, when all these assets were ac- 
quired by it. 

When the name “Old Crow” was applied by Crow it was a 
valid trade-mark and since its adoption it has always been applied 
to the whiskey produced by the indicated secret process, and since 
that time has indicated to the public whiskey distilled on Glenn’s 
creek, in Woodford County Kentucky, and nowhere else. 

Complainant caused the same to be registered in the Patent 
Office under the provisions of the act of Congress so providing. 
The value of the trade-mark is $500,000 and an integral part of 
the good will of complainant’s business and the whiskey is of 
great * value than any other of equal age. 

Since January, 1903, the defendants, in violation of complain- 
ant’s rights and good will, have made or caused to be made and sold 
in the city of St. Louis a certain spirituous or alcoholic fluid not 
made under complainant’s process and have labeled it with the words 
“Old Crow” without license from the complainant and against its 
consent. Such unlawful use will greatly lessen the value of com- 
plainant’s business and good will, and complainant is without ade- 
quate remedy at law. 

There was the usual prayer for an accounting and an in- 
junction. 

There was a supplemental bill to the same effect, but charging 
that A. M. Hellman & Co. had become the successors of the original 
defendants and had continued the acts alleged in the original bill. 
To the bill the defendants answered, with denials, and alleged 





160 EIGHT TRADE-MARK REPORTER 


the use of the word “Crow,” “Old Crow” and “J. W. Crow” in con- 
nection with their own business upon packages of whiskey and in 
their and their predecessor’s business from 1868 and prior thereto; 
that the whiskey sold by complainant was an unrefined, harmful and 
deleterious article and that the whiskey sold by them was a brand 
largely free from impurities. 

The defendants also filed a cross-bill which, however, was not 
insisted upon. 

These, then, were the issues, and upon them and the evidence 
adduced to sustain them the Circuit Court entered a decree estab- 
lishing complainant’s right to the word “Old Crow” as a trade-mark, 
enjoined the use thereof by defendants and found them guilty of 
unfair competition in business and ordered an accounting. The Cir- 
cuit Court of Appeals reversed the decree. 

The latter court made a careful review of the evidence, de- 
nominating it a mass of the relevant and irrelevant, and felt that it 
was not necessary to consider the comparative excellence of the 
whiskies, and remarked that the evidence did “not show that Glenn’s 
creek in any way entered into the composition of the whiskey” 
and that “there was no secret about the process employed by Crow 
nor did it differ materially from that employed by every other 
distiller of the same period.’”’ To the objection that the “desig- 
native words” were rarely used by the Hellmans and that their 
product was of inferior quality, the court replied that the right to 
use could not be measured by the extent to which the Hellmans em- 
ployed it, “whether more or less frequently,” nor “by the over- 
shadowing comparative amount of the complainant’s [Gaines & 
Co.’s] sales under the designation ‘Old Crow’ whiskey, nor by as- 
serted superiority of its product.” The court concluded as follows: 

“(1) That inasmuch as the defendants’ predecessors in business prior 
to the use or the adoption of the designative word ‘Crow’ or the words 
‘Old Crow’ as a trade-mark, employed those words in descriptive terms in 
connection with their business as dealers in whiskey in St. Louis, Mo., and 
said predecessors and the defendants so continued to use the same, to a 
limited extent, up to the time of the institution of this suit, in good faith, 
they are not guilty of infringing the complainant’s claimed trade-mark; 


and (2) that the defendants are not guilty of having engaged in unfair 
competition with the complainant in the prosecution of their business.” 
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It will be observed that the issues in that case were the same as 
those in the present case as to the right to the use of the word 
“Crow” with any of its qualifications. But in this case there is an- 
other ground of recovery alleged; that is, the application for and 
the receipt of the certificate of registration for the word as a trade- 
mark for straight rye and straight bourbon whiskey. The District 
Court, however, adjudged that the decree of the Circuit Court in 
Missouri and its affirmative by the Circuit Court of Appeals con- 
stituted a bar to this suit. To the judgment of the Circuit Court 
of Appeals of the Sixth Circuit, reversing the action of the Dis- 
trict Court, this certiorari is directed. 

The Circuit Court of Appeals, however, did not yield to all of 
the views of the Gaines Company. It refused to decide, as urged to 
do, that the defendants in this suit were not in privity with the de- 
fendants in the other and it rejected the contention that the use of 
the trade-mark established in the Hellman Company for a blended 
whiskey was not an adjudication of the right to use it upon a 
straight whiskey. In the rulings on both contentions we concur. 
The first needs no comment; we adopt that of the court on the sec- 
ond. The court said that: 

“Whatever the extended classifications and subclassifications of the 
Patent Office practice may contemplate, neither the common law nor the 
registration statute can intend such confusion as must result from recog- 
nizing the same trade-mark as belonging to different people for different 
kinds of the same article. Established trade-marks directly indicate origin; 
but if they have any value, it is because they indirectly indicate kind and 
quality; and to say that the seller of a blended whiskey might properly put 
upon it a mark which was known to stand for a straight whiskey, or vice 
versa, would be to say that he might deceive the public not only as to the 
origin but also as to the nature and quality, of the article.” 

The philosophy of this might be questioned. But it seems to 
have become established, and, however it may be disputed in rea- 
son, there is an opposing consideration. As said by Circuit Judge 
Sanborn in Layton Pure Food Co. v. Church & Dwight Co. 
(C. C. A.) 182 Fed. 35, 39, 104 C. C. A. 475, 479 (82 L. R. A. 
[N. S.] 274): 

“Uniformity and certainty in rules of property are often more im- 
portant and desirable than technical correctness.” 
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And this reasoning prevailed with the Circuit Court of Ap- 
peals which, after citing cases, said that it was forced to think “‘that 
whatever was adjudicated regarding complainant’s title to the trade- 
mark applies to its use of both kinds of whiskey.” And, of course, 
conversely we may say that whatever was decided against its title 
to its trade-mark applies to its use on both kinds of whiskey. In 
other words, if defendants were adjudged to have title to the words 
“Crow” or “Old Crow” on blended whiskey, they have a right to 
use it on straight whiskey without infringing any right of com- 
plainant. We come back, therefore, to the question as to what was 
adjudged in the prior suit. 

To this question the Court of Appeals of the Sixth Circuit 
gave great care and in an opinion of strength decided the negative 
of it. The court, in concession to the argument, assigned a prior 
use to the Hellmans, but expressed the view that the existence of 
such “general or prima facie exclusive right is not inconsistent with 
an inability to enforce it against some persons and under some cir- 


cumstances.” And it was added: 

“Instances may arise where the affirmative conduct or the laches of the 
first appropriator, and with reference to what he was at first entitled 
to call an infringement, has been such that on the principles of estoppel or 
the rule of laches a court of equity cannot tolerate that he should enforce 
against the later user the right which might have been originally perfect. 
* * * Under these considerations and upon reference to the pleadings and 
the proofs in the Hellman Case, we conclude that the latter case is of the 
class where the refusal to give an injunction to the first appropriator of 
the mark may be justified upon the ground of his laches or estoppel; and 
so this ground of support must be considered in determining what is the 


true basis of that decree.” 

The court hence concluded that it, the decree, did not adjudge 
title to the Hellmans but adjudged them a “defensive right and 
nothing more,” and, explaining the right, the court said that it “does 
not extend to any whiskey not mixed or blended so as to be of the 
same general type as that to which defendants [Hellmans] had 


been making or to trade on territory in which they were not selling 
when the bill was filed.” 


We are not able to assent. The court admitted that the lan- 
guage in the body of the opinion of the Circuit Court of Appeals for 


the Eighth Circuit is consistent with the interpretation petitioners 
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put upon it, that is, “that the trade-mark, in its general, prima facie, 


affirmative aspect, belonged to the Hellman’s prior appropriation” ; 


but the court added that the last paragraph of the opinion indicated 


“that the two judges (only two sitting) did not unite in putting the 
decision on that ground.’”” We think this was an oversight. The 
opinion was that of the court, though delivered by one judge, and 
the conclusion was the conclusion of the court, and necessarily had 
to be, else there would have been no decision or decree. And it was 
thoroughgoing. It is manifest from the excerpts we have made 
from the opinion that the judgment of the court was not limited as 
to time or territory; nor did the pleadings so limit it. The com- 
plainant in that case (respondent here) alleged that it was the sole 
and exclusive owner of the trade-mark and had used it from 1835 
to the present time, being virtually the successor of the first pro- 
ducer of the product. 

Defendants (petitioners) contested the claim and asserted a 
right in themselves based on prior adoption and continuous use, and 
that right was adjudged to them. 

Decree of the Circuit Court of Appeals reversed and that of 
the District Court affirmed. 





Aunt Jemma Mixis Co. v. Rianey & Co. 
(247 Fed. Rep. 407) 
United States Circuit Court of Appeals, Second District 
December 11, 1917 


INFRINGEMENT—EsrTopPe.. 

Plaintiff's statement, when informed of defendant’s infringement, 
that presumably the defendant was violating no law in the matter, is 
an expression of opinion only as to the law governing the case and 
does not estop the plaintiff to assert its rights in conformity with the 
law as it is. 

Trape-Mark—Natvre or Property Ricur. 

The right to a trade-mark, though strictly appurtenant to the 
trade, becomes a property right as soon as it identifies the trade. 
INFRINGEMENT—INTENTIONAL APPROPRIATION. 

The intentional appropriation of another’s mark, whether to get 
the benefit of the other’s advertising or to forestall the extension of his 
trade leaves the appropriator with no equities to protect him against 
an injunction. 
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4. INFRINGEMENT—SaME Description oF Goons. 

The question of infringement, by use of the identical mark on 
other goods, is to be determined not whoily by the likelihood of con- 
fusion between the several articles, but by the likelihood of the public 
believing them to be of the same origin. The owner of a mark for 
pancake flour held entitled to enjoin its use on table syrup. 

5. Uwnrarr Competition—Muisvse or Trape-Mark. 

It seems that equity will enjoin the use of another’s trade-name, 
without reference to the character of the article on which the name 
is used, and regardless of the question of competition between the 
parties. Therein these cases differ from those of trade-mark infringe- 
ment. 

6. INFRINGEMENT—LACHES. 

Delay of eight years in asserting its rights does not bar the plain- 
tiffs right to an injunction, but only to damages and profits. 

Appeal from a decree of the United States District Court for 
the Eastern District of New York, dismissing the bill of complaint. 
Reversed. 

For decision of the court below, see 6 T. M. Rep. 469. 

Homer C. Underwood, of Detroit, Mich., and Frank F. Reed 

and Edward S. Rogers, both of Chicago, Ill., for appellant. 

F. F. Crampton, of Toledo, Ohio, for appellee. 

Before Warp and Rogers, Circuit Judges, and LeEarNep Hanp, 
District Judge. 

Warp, Circuit Judge: This is an appeal from a decree of the 
United States District Court for the Eastern District of New York 
dismissing the complainant’s bill for infringement of trade-mark 
and for unfair competition on the ground that the goods manufac- 
tured by the parties respectively are different, viz. self-rising flour, 
by the complainant and pancake syrup by the defendants. 

The Davis Milling Company, of St. Joseph, Mo., originated 
the trade-mark, which consists of the words “Aunt Jemima’s,” ac- 
companying the picture of a negress laughing, in 1899, as we infer 
from the statement and declaration accompanying the registered 
trade-mark taken out in the United States Patent Office April 3, 
1906, for self-rising flour. February 1, 1914, the Milling Company 
sold out its business, trade-marks, and good will to the Aunt Jemima 


Mills Company, the complainant in this case. 

Since February 15, 1908, Rigney & Co., the defendants, have 
used a trade-mark precisely like the complainant’s, which was 
registered December 29, 1908, in the Patent Office on an applica- 
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tion filed March 6, 1908, for certain syrups and sugar creams. 


March 14, 1908, as soon as the application came to its attention, 
the Milling Company wrote to Rigney & Co. as follows: 
“St. Joseph, Mo., March 14, 1908. 

“Rigney & Co., Brooklyn, N. Y.—Gentlemen: We have your letter of 
the 5th. We are surprised to have you use the name ‘Aunt Jemima’ for 
your syrup, but presume you can do so without violating any law in the 
matter. Mr. Jackson wrote us about this, but we did not know that you 
were going to do it right ‘hot off the pan’ as one might say. We thought 
you were going to wait to hear from us. We note you say you have copy- 
righted ‘Aunt Jemima.’ Were you able to obtain a copyright of ‘Aunt 
Jemima’ for maple syrup, or did you simply register it as a trade-mark? 
The sample which you sent us has been received, and it is as far as we can 
see, a very fine article. The looks of the Aunt Jemima Pancake Cream, as 
you call it, is not as good as the taste. The looks we think could be im- 
proved perhaps. Do you make this in a syrup as well as in the cream? Do 
you work the trade entirely through brokers, or do you handle it with sales- 
men working the retail trade? Would you be interested (sic) in taking on a 
pancake flour proposition along with your maple syrup and other lines? 
If so, we might have something of interest for you. 

“Yours truly, 
“The Davis Milling Co., 
“Robert R. Clark.” 

It is perfectly clear that Rigney & Co. adopted the trade-mark 
(though with full knowledge of the complainant’s prior use) upon 
the advice of counsel and in full belief that they had a right to use 
it for their specific products. They brought it to the attention of 
the Milling Company, the complainant’s predecessor, a little over 
two weeks after they had selected it, and one day before they filed 
their application for registration in the Patent Office. 

The above letter is obviously no evidence of abandonment or 
of nonuser by the complainant, but the defendants say it is an ac- 
quiescence in their use of the trade-mark for syrups. We do not so 
construe it. The complainant was speaking of a matter of law, and 
said it “presumed” that the defendants could do so without violating 
any law. But if, as matter of law, the defendants had no right to 
use the trade-mark, this expression of opinion by the complainant 
does not make the law other than it is, nor estop it from relying on 
the law as it really is. Bigelow on Estoppel, p. 634. Indeed, the 
complainant seems, in addition, to have been misled by the de- 
fendants as to the facts, because the letter goes on to say that the de- 


fendants had written they had copyrighted the trade-mark, and to 
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ask whether they meant that they had registered it in the Patent 
Office. No reply to this letter was ever received. If the com- 
plainant had authorized the defendants to use the mark, or even had 
said it did not object to their doing so, mistake of law would not 
save it. When, however, it merely expressed a legal opinion, it 
did nothing to mislead the defendants, and they took the risk of act- 
ing on that opinion if it were erroneous. The bill was filed in 
December, 1915. 

This brings us to inquire what the law on the subject really is. 
We find no case entirely like the present. In Hanover Star Milling 
Co. v. Allen & Weeks, 208 Fed. 513, 125 C. C. A. 515, L. R. A. 
1916D, 136, [3 T. M. Rep. 521], affirmed Hanover Star Milling 
Co. v. Metcalf, 240 U. S. 403, 36 Sup. Ct. 357, 60 L. Ed. 713, 
[6 T. M. Rep. 149], which was also said by Mr. Justice Pitney to 
be a most unusual case, it was held that a trade-mark is not a sub- 
ject of property, and that even a technical trade-mark like the one 
under consideration will be protected only in markets where it has 


been established ; that is, where it has come to indicate the origin or 


ownership of the goods it marks. In that case the trade-mark was 
adopted without any knowledge whatever of the prior use. The 
right to a trade-mark, though strictly appurtenant to the trade, be- 
comes a property right as soon as it identifies the trade. When it 
gets this far, it is a mere question of words whether we say that the 
trade or the trade-mark is protected. Mr. Justice Pitney, in affirm- 
ing this judgment, recognized an exception when he said: 

“In the ordinary case of parties competing under the same mark in 
the same market, it is correct to say that prior appropriation settles the 
question. But where two parties independently are employing the same 
mark upon goods of the same class, but in separate markets wholly remote 
the one from the other, the question of prior appropriation is legally in- 
significant, unless at least it appears that the second adopter has selected 
the mark with some design inimical to the interests of the first user, such 
as to take the benefit of the reputation of his goods, to forestall the ex- 
tension of his trade, or the like.” 

To use precisely the same mark, as the defendants have done, 
is, in our opinion, evidence of intention to make something out of 
it—either to get the benefit of the complainant’s reputation or of its 


advertisement or to forestall the extension of its trade. There is no 
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other conceivable reason why they should have appropriated this 
precise mark. The taking being wrongful, we think the defendants 
have no equity to protect them against an injunction, unless they get 
it from a consideration now to be examined. 

It is said that even a technical trade-mark may be appropriated 


by any one in any market for goods not in competition with those 


of the prior user. This was the view of the court below in saying 


that no one wanting syrup could possibly be made to take flour. 
But we think that goods, though different, may be so related as to 
fall within the mischief which equity should prevent. Syrup and 
flour are both food products, and food products commonly used to- 
gether. Obviously the public, or a large part of it, seeing this 
trade-mark on a syrup, would conclude that it was made by the 
complainant. Perhaps they might not do so, if it were used for 
flatirons. In this way the complainant’s reputation is put in the 
hands of the defendants. It will enable them to get the benefit 
of the complainant’s reputation and advertisement. These we think 
are property rights which should be protected in equity. We have 
held in Florence v. Dowd, 178 Fed. 73, 101 C. C. A. 565, that 
a manufacturer of hair brushes under the trade-mark ‘“Keepclean,”’ 
who did not make toothbrushes, is entitled to be protected against 
the unfair competition of one who manufactures toothbrushes under 
the trade-mark “Sta Kleen.” So in Collins Co. v. Oliver Ames Co. 
(C. C.) 18 Fed. 561, a manufacturer of metal articles, which had 
never made shovels, was granted an injunction preventing the de- 
fendant from putting the complainant’s trade-mark on its shovels. 
The defendants are a partnership, and did not incorporate the 
words “Aunt Jemima’s” into their firm name; but the complainant 
seems to think that appropriation of a trade-mark is to be treated 
in exactly the same way as appropriation of a trade-name. The 
latter is a trespass of the same nature as is committed by one who 
applies another man’s name to his own goods. This is a wrong 
which equity will enjoin without reference to the character of the 
article, or to the question of competition or of prior occupation 
of the market in any particular territory. No one has a right to 


apply another’s name to his own goods. If, for instance, one were 





¢ 
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to publish a book on banking under the name of a firm of bankers, 
it would be no answer to say that there was no competition between 
banking and publishing, or that the bankers had sustained no pe- 
cuniary damage, or that the book was a good book. The act would 
still be a trespass, for which the bankers would be entitled to at 
least nominal damages at law, and, that remedy being inadequate 
and the trespass being a continuing one, they would be entitled to 
relief in equity. Such is our decision in British American Tobacco 
Co. v. British American Cigar Stores Co., 211 Fed. 983, 128 C. C. A. 
431, Ann. Cas. 1915B, 363, [4 T. M. Rep. 293], in which a com- 
pany engaged solely in the wholesale tobacco business was pro- 
tected against the use of a similar corporate name by a retailer of 
cigars, although there was no competition between them. 

There are many decisions of the English courts to the same 
effect. In Eastman Company v. Kodak Cycle Co., 15 Reports 
Patent Cases, 105, the complainant was a manufacturer of cameras 
under the name Kodak. Defendant, under the name ‘Kodak Cycle 
Company,” began the manufacture of bicycles, calling them ‘“Ko- 
dak”’ cycles, and registered the name as a trade-mark for bicycles 
and other vehicles. The Eastman Company brought suit to restrain 
the use of the word “Kodak” and to rectify the register. The mo- 
tion for injunction and the motion to rectify the register came on to 
be heard together. The motion to rectify was sustained, and the 
defendant’s mark expunged, and an injunction was granted. Mr. 
Justice Romer said: 


“Then I have to deal with the application for an injunction against the 
defendants in respect of what they are doing. They have just started 
business practically, and it appears to me that to allow them to use the 
word ‘Kodak’ as part of the title of the Kodak Cycle Company, Limited, 
would be to give them the benefit of what, in my opinion, substantially 
amounts to an improper dealing on their part. It would be to allow this 
company certainly to cause confusion between it and the plaintiff com- 
pany. I think it would injure the plaintiff company, and would cause 
the defendant company to be identified with the plaintiff company, or to be 
recognized by the public as being connected with it, and I think, accord- 
ingly, the defendant, the Kodak Cycle Company, Limited, ought to be re- 
strained from carrying on business under that name. Moreover, it appears 
to me that they ought not to be permitted to sell their cycles under the 
name of the ‘Kodak Cycles’ for similar reasons. I think it would lead to 
confusion, I think it would lead to deception, and I think it would be in- 
jurious to the plaintiff company. I therefore grant an injunction to re- 
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strain the defendant companies, or either of them, from carrying on busi- 
ness under the name ‘Kodak Cycle Company, Limited, or under any name 
comprising the word ‘Kodak’ likely to mislead or deceive the public into 
the belief that the defendant company is the same company as or is con- 
nected with either of the plaintiff companies, or that the business of the 
said companies, or either of them, is the same as, or is in any way con- 
nected with, the business of the plaintiffs, the Eastman Photographic Ma- 
terials Company, Limited. I also grant an injunction to restrain the de- 
fendant companies, and each of them, from selling, or offering to sell, any 
of their cycles or goods as ‘Kodak.’ I think that will sufficiently protect 
the plaintiffs. Of course the respondents, the defendants, must pay the 
costs, including the costs of the comptroller.” 

Dunlop Pneumatic Tyre Co. v. Dunlop Lubricant Co., 16 Re- 
ports Patent Cases, 12: In 1888 the word “Dunlop” was first 
used by complainant’s predecessors to designate goods manufactured 
by them. Complainant made bicycle tires, rims, pumps, ete. One 
Funt started in business as the “Dunlop Lubricant Co.,” and dealt 
in oils and lubricants for bicycles, which he sold in packages bear- 
ing the word “Dunlop” in large letters. Complainant had never 
dealt in oils or lubricants. Held, that the use of the word “Dunlop” 
by defendant was deceptive, and it was enjoined. 

In Valentine Meat Juice Co. v. Valentine Extract Co., 17 Re- 
ports Patent Cases, 673, the complainant used the word “Valentine” 
upon liquid meat extracts for medicine. Defendant used the word 
“Valentine” on beef extract used for food. An injunction was 
granted. 

Dunlop Pneumatic Tyre Co. v. Dunlop-Truffault Cycle & Tube 
Manufacturing Co., 12 Times Law Reports, 434: This was a mo- 
tion for a preliminary injunction to restrain the defendant from 
using the name “Dunlop” as a part of its corporate style. Com- 
plainant was the manufacturer of pneumatic tires, defendant the 
manufacturer of bicycles and steel tubes used in the manufacture of 
bicycles. An injunction was granted. Mr. Justice Chitty holding 
that the name “Dunlop” had been chosen by the defendants to 
create confusion in the minds of the public and make them think 
that the defendant company was connected with that of the plain- 
tiffs. 

Premier Cycle Company v. Premier Tube Company, 12 Times 
Law Reports, 481: This was a motion for a preliminary injunction 


to restrain the defendants from using the word ‘“‘Premier” as a part 
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of their business style. Complainant was a manufacturer of bicycles 
and tubes used in their construction. The defendants stated that 
they were tube manufacturers and had no intention of competing 
with the complainant in the making of bicycles. 


An injunction was 
granted. 


We do not think these authorities apply to the appropriation 
of a trade-mark. 

As the defendants’ conduct was wrongful, the complainant is 
entitled to an injunction, notwithstanding the delay of some eight 
years in asserting its rights (McLean v. Fleming, 96 U. S. 245, 24 


L. Ed. 828), but is not entitled to an accounting for damages and 
profits. 


The decree is reversed. 

LrearNep Hanp, District Judge: The plaintiff's letter of 
March 14, 1908, does not seem to me an expression of an opinion on 
the law; the plaintiff does not profess to have examined its rights 
in the case, but to allow them to pass as between the parties, what- 
ever they may be. Nor is there the least reason to suppose that if 
there was a mistake of law, it was mutual. The defendant con- 
sulted the plaintiff as to its position and the most that can be said 
of the reply is that the plaintiff explained its intention not to assert 
any rights upon the ground that it probably had none. If anything 
could better indicate that they meant not to examine the matter 
fully, I confess I cannot see what it was. Furthermore, I find in 
the letter not only complete acquiescence, but in substance an in- 
vitation to cooperate with the defendant in the very infringement 
itself. The plaintiff's subsequent letter of retraction of May 1, 
1908, further corroborates this conclusion, at least it shows that it 
thought the defendant might interpret the earlier letter as I inter- 
pret it. This letter, after saying that the plaintiff had received no 
answer, added that the defendant had overstepped the bounds of 
“business courtesy” in getting the benefit of their years of advertis- 
ing. Therefore they formally protested against any continuance 
and asked for advices that the defendant would discontinue so that 
they might take up the matter legally and find out what their rights 
were. I cannot see how in the face of this it can be said that they 
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were misled as to those rights. Of course, if this letter had been 
received, there could be no claim of acquiescence, but the proof is 
only that it was regularly mailed and not received in due course. 
This does not make proof of its receipt. 

Therefore, when the defendant after communicating with the 
plaintiff and getting their consent, as I believe, for nearly eight 
years built up a substantial business, the injustice is apparent, of 
allowing the plaintiff now to assert its rights. McLean v. Fleming, 
95 U. S. 245, 24 L. Ed. 828, and Menendez v. Holt, 128 U. S. 514, 
9 Sup. Ct. 143, 32 L. Ed. 526, do not support a contrary doctrine, 
even though they were not modified, by Sazlehner v. Eisner & Men- 
delsohn Co., 179 U. S. 19, 39, 40, 21 Sup. Ct. 7, 45 L. Ed. 60. As- 
suming that the theory of those cases is that time will never run 
against a fraud, surely it is wrong to say that when the plaintiff on 
original inquiry as to its position acquiesces in the infringement, the 
defendant commits a fraud in going on. Creswell v. Knights of 
Pythias, 225 U. S. 246, 261, 32 Sup. Ct. 822, 56 L. Ed. 1074, seems 
to me a weaker case on the facts, yet the defendant succeeded. 

I vote to affirm on the ground of acquiescence without ex- 
pressing any opinion upon the plaintiff's original right. 


PENINSULAR CHEMICAL Co. v. LEVINSON, ET AL. 
(247 Fed. Rep. 658) 
United States Circuit Court of Appeals, Sixth Circuit 
December 14, 1917 


1. Trape-Mark—Score or ReGistTrAtTIon. 

A trade-mark registered for chemicals, medicines and _phar- 
maceutical preparations, in class 6, cannot support an action for in- 
fringement by use of the mark on cigars. 

2. Uwnrarr Competition—MIsREPRESENTATION OF OrtGIN oF Goons. 

Sales of cigars under the trade-mark of plaintiff, used by the 
latter on some one hundred seventy-five articles sold in a chain of three 
thousand five hundred drug stores, accompanied by false representa- 
tions that they are sold by or on behalf of the plaintiff, raise a pre- 
sumption of pecuniary damage to plaintiff, sufficient to warrant an 
injunction. 

3. Unramr Compretirion—Misteapinc Use or Wetit-Known Marx. 

The adoption, under the above circumstances, of the arbitrary and 
fanciful name used by plaintiff, is itself a misrepresentation as to the 
origin of the goods to which it is applied. 
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Unrair CoMpetTiTionN—NatTurAL ExpANSION oF BUSINESS. 
The addition of cigars to a line of medicinal and toilet articles 


sold in a chain of drug stores is in the natural expansion of the busi- 
ness so conducted. 


5. InNsuNcTION—Proor or DAMaGceEs. 

The fact that damages are difficult or impossible of ascertainment 
will not prevent the issuance of an injunction for the prevention of 
future injury. 

6. INsuNcTION—CLEAN Hanps. 


A defendant whose business is based on express and deliberate 
fraud will not find a court of equity strenuous to preserve the rights 
he might have had, if his conduct and motives had been honest. 


Appeal from a decree of the United States District Court for 
the Southern District of Ohio, dismissing the bill. Reversed and 
remanded. 

For the decision of the court below, see 6 T. M. Rep. 370. 

Wm. Lucking, of Detroit, Mich., for appellant. 

Littleford, James, Ballard & Frost, of Cincinnati, Ohio, for 

appellees. 

Before Warrincton, KNappeN and Denison, Circuit Judges. 

Denison, Circuit Judge (after stating the facts as above): 

1. So far as concerns the registered trade-mark and the juris- 
diction and rights which rest solely thereon, plaintiff can have no re- 
lief. The certificate of registration was issued April 8, 1911, No. 
52,253, and specifies that the trade-mark was used for the specified 
line of articles, all of which were included in ‘‘class No. 6, chemic- 
als, medicines and pharmaceutical preparations.’’ Cigars are not 
included in this list, nor can they be said to be of the same de- 
scriptive properties as the specified articles. 

2. Based upon its common-law trade-mark rights, plaintiff 
argues that it has adopted the name “Penslar’ for articles com- 
monly sold in drug stores; that cigars are so sold; that, although 
it has not yet sold cigars, it plans to do so, and that this would be 
a natural and ordinary development of its business; and that it 
has, therefore, a right to exclude from the use of the name one who 
adopts it for the sole purpose of forestalling plaintiff’s impending 
adoption. This argument presents the very interesting question as 
to how far, if at all, a trade-mark may be pre-empted or reserved in 
advance of actual use—a question one aspect of which was some- 
what considered by this court in Rectanus v. United Drug Co., 226 
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Fed. 545, 549, 553, 141 C. C. A. 301 [6 T. M. Rep. 28] (now pend- 
ing in the Supreme Court). Its special color in the present case 
arises from the commercial practice, not yet, as far as we know, 
considered in any decided case, where a manufacturer or jobber 
is in the course of establishing and expanding throughout the coun- 
try a chain of stores which use a trade-name and handle a con- 
stantly increasing line of articles sold under that same _ trade- 
name. 

We have concluded that this question, as well as the some- 
what correlative argument by defendants that the terms of plain- 
tiff’s charter do not permit it to sell cigars, does not require any de- 
cision in this case. We also pass without consideration the argu- 
ment that since plaintiff is not selling cigars, there is no competition 
at all between the parties, and so there can be no unfair competition. 

3. It is not denied that the good will of a business and the 
good reputation of an output, when considered in connection with 
the business itself, are a species of property which may not be de- 
stroyed with impunity; and we know of no principle which will for- 
bid malicious destruction of this kind to a competitor and permit it 
to a stranger. Indeed, it was assumed by all parties in the court 
below, and in this court—and we do not doubt—that malicious 
damage by defendants to the good will of plaintiff's business and to 
the good reputation of plaintiff's line of goods would be redressed 
by the law, and would call for an injunction where the remedy at 
law was not adequate. The District Court felt that the existence 
of such damages was not sufficiently proved and—more specifically 
—that the cigars were not shown to be of distinctly poorer quality 
than the public would expect for the price charged. It is conceiv- 
able that an article, sold under the pretenses here employed, might 
be of such a bigh quality that no damage could come to the company 
falsely charged with its origin; but all presumptions are the other 
way. There is usually no sufficient motive to sell under false cover 
an article of high inherent merit. When it appeared that de- 
fendants, untruthfully represented that the article they were sell- 
ing was, in effect, the plaintiff’s article, and that they were selling 
for or in the interest of plaintiff, that regular customers of plaintiff 
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bought goods in the belief that they were of high quality or else 
plaintiff would not have put them out, and that certain customers 
found the goods unsatisfactory and unsalable, except at a sacrifice, 
we think there ‘arose a sufficient presumption of threatened pe- 
cuniary injury to plaintiff to call for the injunction. Not only was 
there reasonable ground for apprehending injury to the high repu- 
tation of plaintiff's goods among its dealers and among consumers, 
but also the causing of a large number of dealers in different parts 
of the country to suppose that they had entered into contracts with 
plaintiff, when, in fact, they had not, was reasonably sure to pro- 
duce trade disputes and complications leading to expenditure of 
valuable time and efforts to remove the false impression, even if it 
did not lead to the costs and expenses of actual litigation. That 
this is a kind of injury of which the law must take notice seems to 
us the necessary result of the fundamental principles involved; but 
if somewhat specific support in precedent is desired, it may be found 
in Eastman Co. v. Cycle Corp., 15 Patent Cas. 105, and Walter v. 
Ashton, [1902] 2 Chancery, 282. In the former of these cases, it 
was held that a defendant should not be allowed to sell “Kodak 
Bicycles,” because of the injuries naturally resulting to the estab- 
lished trade in “Bicycle Kodaks”’; and, in the latter, the defend- 
ant was not allowed to call its bicycle a “Times” bicycle, and repre- 
sent that it was made by or for the newspaper of that name. 

4. We have said that defendants held themselves out as sell- 
ing for plaintiff. This is proved as against S. W. Levinson, the 
traveling salesman; Samuel Levinson, the manufacturer, denies that 
he authorized any such claims. If it were to be believed that he 
gave no express authority, that would make no difference, because 
his equivalent action must be inferred. It is true that the mere 
adoption of a trade word, which carries some color of description 































or of quality (as “Aluminum,” in American Co. v. Saginaw Co. 
[C. C. A. 6] 103 Fed. 281, 43 C. C. A. 233, 50 L. R. A. 609), or the 
mere adoption of a not uncommon proper name, to which defendant, 
as against plaintiff, has no good-faith right (as “Borden” in Borden 
Co. v. Borden Co. [C. C. A. 7] 201 Fed. 510, 121 C. C. A. 200) 
[3 T. M. Rep. 80] may not alone be enough to prove that a defend- 
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ant claims to be handling a plaintiff’s output; but when, in this case, 
we find a word of arbitrary form, which also is a plain imitation of 
plaintiff's name, and find it used with the peculiar script and deco- 
rations of plaintiff, and find it so marked on goods offered for sale 
by defendants to plaintiff's dealers under such a system as existed 
here, there is no escape from the inference that both defendants in- 
directly made the same representations which S. W. Levinson made 
in express words. It must be remembered also that plaintiff's sys- 
tem of expanding business, and the systems followed by similar 
houses and well known to the dealers, made it a naturally to be ex- 
pected thing that plaintiff should add cigars to its line, and the 
normal implications from the complete adoption of plaintiff’s dress 
are affected by this well understood situation. 

5. Defendants rely upon the equitable defense of “unclean 
hands,” supplemented by the supposed effect of the Pure Food Law 
in absolutely prohibiting misbranding. As has been stated, the 
plaintiff is, in effect, a distributor in the United States, of phar- 
maceutical supplies made by the Nelson-Baker Company, at Detroit, 
and of other supplies which it buys from others. It also maintains, 
in Canada, its own place of manufacture for pharmaceutical goods 
to be there sold. This is in accordance with the familiar practice, 
induced by the Canadian customs law. Plaintiff's articles, which 
are in bottles, carry, at the bottom of the label, in large and prom- 
inent characters, the following: 

“PENINSULAR CHEMICAL COMPANY, 
“(Incorporated ) Distributors, 
“DETROIT MICHIGAN.” 

Some of them also carry, in another part of the label, and less 
prominently displayed, the words, “Canadian Laboratory, Peninsu- 
lar Chemical Co., Ltd., Walkerville, Ont.” If this were to receive 
defendant’s coloring, we doubt whether there would be any material 
misrepresentation which would affect the relief to which plaintiff 
was otherwise entitled (Jacobs v. Beecham, 221 U. S. 263, 31 Sup. 
Ct. 555, 55 L. Ed. 729) [1 T. M. Rep. 55]; but we fail to find any 
falsity whatever. Reasonably interpreted, this label is the state- 
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ment of the Peninsular Chemical Company, of Detroit, that certain 
goods sold in Canada are made in Canada; and this is true. The 
defense of “unclean hands’ is without substance. 

6. Where the actual damages suffered are difficult to estab- 
lish with precision or perhaps impossible of ascertainment, and 
where the prevention of threatened future injury is the substan- 
tial thing, an injunction will be awarded even though there is no 
sufficient basis for the accounting. Ludington Co. v. Leonard 
(C. C. A. 2) 127 Fed. 155, 62 C. C. A. 269; Gaines v. Rock Spring 
Co. (C. C. A. 6) 226 Fed. 531, 543, 141 C. C. A. 287 [6 T. M. Rep. 
10|. This seems to be such a case, though this conclusion is with- 
out prejudice to plaintiff's right to an accounting below, if it can 
make a prima facie showing of computable damages. 

7. A defendant whose business enterprise is based upon ex- 
press and deliberate fraud will not find a court of equity strenuous 
to preserve all rights he might have had if his conduct and motives 
had been honest. Coca-Cola Co. v. Gay-Ola Co., 200 Fed. 720, 
723, 724, 119 C. C. A. 164 [3 T. M. Rep. 1]. A leading firm of 
manufacturing pharmacists, in Detroit, sold a line of remedies and 
drug store sundries under the name “Nyall,” through ‘“Nyall 
Stores’; defendants, who had officially registered their Cincinnati 
cigar business under the name “Wyandotte Cigar Company,” put 
out a line of “Nyall” cigars, over the name of “Nyall Cigar Co.,” 
and tried to place them in the “Nyall Stores.” The plaintiff, with 
its “Penslar” goods, found the defendants doing a similar thing; 
defendants had even announced their intention of selling “Rexall” 
cigars for distribution to the Rexall drug stores. If the defendants 
have used, or have any intention of using, the word “Penslar’”’ in 
some manner which would not be within the condemnation we have 
expressed, such use or intention has not been disclosed. Until it 
is, it will be premature to speculate how far that can be done. The 
injunction will prohibit defendants from representing that cigars 
offered for sale by them are made by the plaintiff, or sold by its 
permission, or in its interest, or that plaintiff has any interest, direct 
or indirect, in such manufacture or sale, and from using, in con- 
nection with such cigars, the word ‘“‘Penslar” in the same or in sub- 
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stantially the manner and form in which the word has been used 
by them. 


The decree below is reversed, and the case remanded for a new 
decree in accordance with this opinion. 


Crescent Toot Co. v. Kitporn & Bisnop Co. 
(247 Fed. Rep. 299) 
United States Circuit Court of Appeals, Second Circuit 
November 13, 1917 
Unrair CoMpetitioN—IMITATING APPEARANCE OF ARTICLE. 
A case of unfair competition, in the imitation of non-functional 
features of an article, exists only when the purchaser has learned to 


identify the article, by means of such features, as one of a particular 
make, 


Unrarr CompetitioN—IMItatinG APPEARANCE OF ARTICLE. 

Mere duplication of non-functional features of plaintiff’s article, 
without imitation of package or use of the plaintiff’s trade-mark, each 
of defendant’s articles being plainly marked with its name, does not in 
itself entitle plaintiff to an injunction. 


Appeal from an order of the District Court of the United 


States for the District of Connecticut, granting a preliminary in- 


junction. Reversed. 


This is an appeal from a temporary injunction granted by the Dis- 
trict Court for Connecticut on the 25th day of January, 1917, restraining 
the defendant pendente lite from manufacturing and selling its adjustable 
wrenches. The facts as set forth in the affidavits are substantially as fol- 
lows: 

The plaintiff is a New York corporation, organized in 1907 for the pur- 
pose of manufacturing tools, and has since that time been engaged in the 
manufacture among other things of pliers and wrenches. In December, 
1908, it put upon the market an adjustable wrench, and has widely ad- 
vertised the same from that time to the present. The wrench, on account 
of its appearance and new and original shape, pleased the public, and its 
sales grew rapidly from year to year, so that it became known to the 
jobbing trade and retailers and consumers as the “Crescent” type of wrench. 
Its main structural features were all old in detail. It was adjustable to 
bolts and nuts of different sizes somewhat after the manner of a monkey 
wrench, but it was nevertheless quite different mechanically from a monkey 
wrench. It had a straight handle of web and rib construction, spreading 
slightly from the neck to the end, with a hole in the end of the web by 
which it could be hung up. No adjustable wrench of precisely the same 
character had ever appeared upon the market. There had, however, been 
adjustable wrenches, some with straight handles, some with web and rib 
curved handles, and there had been other tools with straight web and rib 
handles, somewhat broader at the end than at the neck. Plaintiff’s name is 
plainly printed upon the web of the handle in raised letters. 













178 


EIGHT TRADE-MARK REPORTER 






The defendant is a Connecticut corporation, organized in 1896 and en- 
gaged in the manufacturing of wrenches and other hardware for some 18 
years past. Some time in 1910 it began the manufacture of an adjustable 
wrench, which it called its “K & B 22%° adjustable.” This is substan- 
tially a direct facsimile of the plaintiff’s wrench, with the exception that 
the defendant’s name appears upon the web in place of the plaintiff’s as 
follows: “The Kilborn & Bishop Company, New Haven, Connecticut, 
U. S. A.,” in distinct raised letters. The defendant made no effort to 
imitate the boxes or packages of the plaintiff’s wrench, nor did it use the 
word “Crescent” in any way in its sale; but it did begin selling the goods 
in general competition with the plaintiff’s wrenches until the order issued 
herein. 


There is evidence in the correspondence between the plaintiff and its 
customers that confusion has arisen between the plaintiff's wrenches and 
the defendant’s, customers having supposed that the Kilborn & Bishop 
wrench was a “Crescent,” but there was no evidence that the defendant in 
any way facilitated this confusion. 

Harrie E. Hart, for appellant. 

J. William Ellis, of Chicago, Ill., for appellee. 

Before Warp and Roaers, Circuit Judges, and LearNep Hanp, 
District Judge. 

LearNnep Hanp, District Judge: The cases of so-called “non- 
functional” unfair competition, starting with the “coffee mill case,” 
Enterprise Mfg. Co. v. Landers, Frary & Clark, 131 Fed. 240, 65 
C. C. A. 587, are only instances of the doctrine of “secondary” 
meaning. All of them presuppose that the appearance of the 
article, like its descriptive title in true cases of “secondary” mean- 
ing, has become associated in the public mind with the first comer as 
manufacturer or source, and, if a second comer imitates the article 
exactly, that the public will believe his goods have come from the 
first, and will buy, in part, at least, because of that deception. 
Therefore it is apparent that it is an absolute condition to any re- 
lief whatever that the plaintiff in such cases show that the appear- 
ance of his wares has in fact come to mean that some particular per- 
son—the plaintiff may not be individually known—makes them, and 
that the public cares who does make them, and not merely for their 
appearance and structure. It will not be enough only to show how 
pleasing they are, because all the features of beauty or utility which 
commend them to the public are by hypothesis already in the pub- 
lic domain, The defendant has as much right to copy the “non- 


functional” features of the article as any others, so long as they 
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have not become associated with the plaintiff as manufacturer or 
source. The critical question of fact at the outset always is 
whether the public is moved in any degree to buy the article because 
of its source and what are the features by which it distinguishes that 
source. Unless the plaintiff can answer this question he can take 
no step forward; no degree of imitation of details is actionable in its 
absence. 

In the case at bar it nowhere appears that before 1910, when 
the defendant began to make its wrenches, the general appearance 
of the plaintiff’s wrench had come to indicate to the public any one 
maker as its source, or that the wrench had been sold in any part 
because of its source, as distinct from its utility or neat appearance. 
It is not enough to show that the wrench became popular under the 
name “Crescent”; the plaintiff must prove that before 1910 the 
public had already established the habit of buying it, not solely be- 
cause they wanted that kind of wrench, but because they also 
wanted a “Crescent,” and thought all such wrenches were “Cres- 
cents.” 

Upon the trial the plaintiff may, however, be able to establish 
this, and it is only fair to indicate broadly the considerations which 
will then determine the scope of his relief. In such cases neither 
side has an absolute right, because their mutual rights conflict. 
Thus the plaintiff has the right not to lose his customers through 
false representations that those are his wares which in fact are not, 
but he may not monopolize any design or pattern, however trifling. 
The defendant, on the other hand, may copy the plaintiff's goods 
slavishly down to the minutest detail; but he may not represent 
himself as the plaintiff in their sale. When the appearance of the 
goods has in fact come to represent a given person as their source, 
and that person is in fact the plaintiff, it is impossible to make these 
rights absolute; compromise is essential, exactly as it is with the 


right to use the common language in cases of “‘secondary” meaning. 


We can only say that the court must require such changes in appear- 
ance as will effectively distinguish the defendant’s wares with the 
least expense to him; in no event may the plaintiff suppress the de- 
fendant’s sale altogether. The proper meaning of the phrase 
“nonfunctional” is only this: That in such cases the injunction is 
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usually confined to nonessential elements, since these are usually 
enough to distinguish the goods, and are the least burdensome for 
the defendant to change. Whether changes in them are in all con- 
ceivable cases the limit of the plaintiff's right is a matter not before 
us. If a case should arise in which no effective distinction was 
possible without change in functional elements, it would demand 
consideration; but the District Court may well find an escape here 
from that predicament. Certainly the precise extent and kind of 
relief must in the first instance be a matter for the discretion of 
that court. 


Order reversed, and motion denied. 





MANNERS v. TRIANGLE Fitm Corp., ET AL. 
(247 Fed. Rep. 301) 
United States Circuit Court of Appeals, Second Circuit 
November 13, 1917 
1. Uwnrain Competition—TITLe or Pray. 

There can be no right to monopolize the title of a play unless it 
has by general use become known to the public as identifying a par- 
ticular play. Such right to a monopoly was not acquired by seven 
matinee performances of a one-act play in New York in 1914. 

2. Uwn~rar Competition—Titte or Pray—Intent to Use. 

No right can be predicated upon an expressed intent to use a cer- 
tain title as that of a three-act play thereafter to be written. Such 
announcement cannot preclude the public from the use of the name, 
in any way it may see fit. 

Appeal from an order of the District Court of the United 
States for the Southern District of New York, granting a pre- 
liminary injunction. Reversed. 

For opinion below, see 7 T. M. Rep. 569. 

Alex. L. Strouse, of Milwaukee, Wis. (Alfred S. Barnard and 
Walter N. Seligsberg, both of New York City, of counsel), 
for appellants. 

David Gerber, of New York, for appellee. 

Before Warp, Rocers and Hoveu, Circuit Judges. 

Warp, Circuit Judge: This is an appeal from an order grant- 

ing an injunction pendente lite. May 1, 1917, the suit was brought 


and the affidavits show that the complainant in 1914 wrote a one- 
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act play called “Happiness,” which he presented seven times in all 
at Friday matinées in the Cort Theater, New York City, in March 
and April of that year, Laurette Taylor having the chief part. Be- 
tween May and December, 1915, he announced extensively in the 
newspapers that he intended to present a three-act play under that 
title with Laurette Taylor in the leading réle. His contention is 
that in this way he has acquired a property in the word “Happiness” 
as a trade-mark when used in connection with a play. 

Between February 3 and 17, 1917, the New York Motion Pic- 
ture Company manufactured a film at its premises in Los Angeles, 
Cal., upon a scenario written between January 1 and 17 of that year 
by C. G. Sullivan, and on March 30 gave the photoplay the title 
“Happiness,” without having any knowledge whatever of the com- 
plainant’s play. This photoplay was purchased by the defendant 
Triangle Film Corporation, was advertised to be produced with 
Edith Bennett in the leading role, the first presentation to be at the 
Rialto Theater in Brooklyn, belonging to the Rialto Theater Cor- 
poration. April 27 the complainant notified the manager of the 
Rialto Theater of his exclusive claim to the title, and April 30 
mailed a similar notice to the defendant Triangle Film Corporation, 
which was received May 1. At this time the defendant Film Cor- 
poration had expended $48,295.18 in the purchase of the play and 


about $4,000 in advertising. The first performance was given May 


29, and by June 18, when the injunction was granted, the photoplay 
had been widely exhibited throughout the United States. 

This dispute is solely as to the title of the play. There is no 
similarity whatever between the defendant’s film and the complain- 
ant’s one-act sketch in respect to the subject-matter, and there is no 
evidence that the defendant Film Corporation is attempting to make 
the public believe that its photoplay is the same as the complainant’s. 
The contest being as to the rights of the parties respectively, it is 
of no importance that the defendant Film Corporation could have 
changed and can now change the title of its photoplay at small ex- 
pense. That fact cannot create any right in the complainant which 
he has not, or impose any duty on the defendants. 
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There may, of course, be competition between a spoken play 
and a photoplay as to subject-matter. This was decided in the 
Kalem Case, 222 U. S. 55, 32 Sup. Ct. 20, 56 L. Ed. 92, Ann. Cas. 
1913A, 1285. There may be unfair competition in the appropria- 
tion of the same title of a play, quite apart from the consideration 
of any property right. In that case, however, it would be neces- 
sary to show that the claimant had used the title so extensively as 
to give it a secondary signification. Macmahan Co. v. Denver Co., 
113 Fed. 468, 51 C. C. A. 302, and our decision in Crescent Co. v. 
Kilborn, 247 Fed. 299 [8 T. M. Rep. 179]. 

We think on the affidavits in this case the motion for a pre- 
liminary injunction should have been denied. Our view is, not that 
the affidavits show that the complainant had abandoned his rights 
in the title “Happiness,” but that they do not show that he had 
ever obtained a prior right to or any monvupoly in the word because 
of seven matinée performances of a one-act sketch in New York 
City in 1914. The word “Happiness,” being public property, must, 
in order to acquire a secondary significance, have been used gen- 
erally in connection with a play, and so have become known to the 
public said to be likely to be misled, viz., the public throughout the 
United States. 

The fact that the complainant in 1915, a year later, announced 
his intention to thereafter produce a three-act play under the same 
title created no monopoly in the name which did not then exist. 
He was referring to a play to be composed and produced which he 
might never write or never produce and which if he did both might 
be different from the one-act play produced in 1914. His lan- 
guage is merely that of expectation, which cannot create a right 
against the public. Maawell v. Hogg, 2 Ch. App. 307; Civil Serv- 
ice Association v. Dean, Law Reports, 13 Ch. Div. 512. The de- 
fendant’s business ought not to have been interrupted because of an 
announcement which might never be realized. 

The order is reversed. 
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INGERSOLL, ET AL. v. DoyLeE, ET AL. 
(247 Fed. Rep. 620) 
United States District Court, District of Massachusetts 
December 21, 1917 
INFRINGEMENT->ALTERATION OF TRADE-MARKED ARTICLE. 


A substantial alteration of, or addition to, an article bearing a 


trade-mark, and the subsequent sale thereof under the mark, is an in- 
fringement of the trade-mark. 


J URISDICTION—Diversity oF CITIZENSHIP. 

Diversity of citizenship confers jurisdiction to a Federal Court 
to give relief against violation of common law trade-mark rights, and 
such relief is not limited to transactions in interstate and foreign 


commerce, 

In equity. On plaintiff's motion for a preliminary injunction. 
Granted. On defendant's motion to dismiss. Denied. 

Nathan Matthews and William G. Thompson, both of Boston, 

Mass., for plaintiffs. 

Walter Pyne, of Lynn, Mass., for defendants. 

Dopege, Circuit Judge: The defendants dispute neither the 
facts alleged in the bill nor those set forth in the plaintiffs’ affi- 
davits. All said facts are admitted for the purposes of this hearing. 
Nor have the defendants contended that their dealings, as thus ad- 
mitted, with watches of the plaintiffs’ manufacture bearing the 
marks, containing the guaranty, and marketed in the boxes which 
the bill describes, do not violate the plaintiffs’ exclusive rights in the 
registered mark “Ingersoll,” as designating watches of their manu- 
facture, and in the words “Midget” and “Radiolite,’ used in con- 
nection therewith as designating various grades of Ingersoll watches 
respectively. 

I consider it clear that no attempt to justify the defendants’ 
doings above referred to could succeed. In effect, they are sales of 
watches under representations that the watches sold are made and 
guaranteed by the plaintiffs. But such representations are untrue. 
An Ingersoll watch of either grade referred to, or of any grade, 
after the defendants’ additions thereto or alterations therein have 
been made, is no longer what its makers offer to the public as a 
guaranteed Ingersoll watch; it has become a new construction. 
General Electric, etc., Co. v. Re-New Lamp Co. (C. C.) 121 Fed. 
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164; Id. (C. C.) 128 Fed. 154; Searchlight Gas Co. v. Prest-O-Lite 
Co., 215 Fed. 692, 1381 C. C. A. 626 [4 T. M. Rep. 273]; Coca- 
Cola Co. v. Bennett, 238 Fed. 518, 151 C. C. A. 449 [7 T. M. Rep. 
159]. 

Jurisdiction in this court appears, not only from the allega- 
tions that the plaintiffs own the above registered trade-mark, but 
also from the allegations showing diverse citizenship of the parties. 

The defendants’ motion to dismiss must be denied. The plain- 
tiffs’ right to an injunction is regarded as established. 

The defendants have requested modifications in the decree sub- 
mitted by the plaintiffs, according to which the defendants are en- 
joined— 


“from selling or offering for sale or delivering to others for sale any watch 
as an Ingersoll watch, which, though originating in the complainant’s fac- 
tory, has been altered or added to so that it no longer is in its entirety 
the product of the plaintiffs.” 

The defendants ask either the elimination of the above, or that, 
if retained, it be qualified by adding: 

“Unless the defendants impress upon the dial of any such watch words 
plainly legible and plainly indicating that said watch has been altered and 
the particulars in which it has been altered by the defendants.” 

They also ask the insertion, after “from selling or offering for 
sale or delivering to others for sale,’ of the words “in interstate or 
foreign commerce.” 

As to the first requests, if, as I think, the defendants violate 
the plaintiffs’ exclusive rights when they market their altered 
watches as Ingersoll watches without indicating the fact of altera- 
tion thereon, they would still be violating the plaintiffs’ exclusive 
rights if they marketed such watches as Ingersoll watches with the 
proposed indication thereon. They would still be marketing, as 
Ingersoll watches, watches not such in their entirety, but new con- 
structions. The defendants do not stand as if they had rights of 
their own to market other watches as Ingersoll watches, and were 
bound only to distinguish their product from the plaintiffs’. 

As to the second request, the defendants violate, not only 
rights in a registered trade-mark, but also rights in common-law 


trade-marks, and are therefore trading unfairly as regards the plain- 
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tiff. Against such violations of their rights the plaintiffs, in a bill 
based on diverse citizenship, are entitled to relief. 

The decree submitted by the plaintiffs may be entered, and an 
injunction may issue accordingly. 


[The alterations in the plaintiff’s watches complained of in this case 
consisted in taking “Ingersoll” and “Ingersoll Midget” watches with non- 
luminous faces and replacing them by faces made luminous through a 
process employed by defendant. In some instances the names “Ingersoll” 
or “Ingersoll Midget” were printed upon the faces substituted by the de- 
fendant and others they were not, but in all cases the watches bore the 
name of “Ingersoll” permanently stamped upon them. The dials so sub- 
stituted were made in imitation of the plaintiff's “Radiolite” dials and the 
watches so altered were sold as “Radium Dial” watches. Each watch issued 
by the plaintiff carries its guarantee of quality and its agreement to make 
repairs within one year. In some cases it appeared the defendants, in 
making the alterations, had injured the mechanism of the watches as well 
as rendering them inferior in appearance.] 


KENNERLY V. SIMONDS, ET AL. 
(247 Fed. Rep. 822 
United States District Court, Southern District of New York 
December 28, 1917 
Unrairn CoMPETITION—SIMILAR PUBLICATIONS. 

The publisher of a history entitled “The Great War” in two 
volumes, written by defendant, Simonds, cannot enjoin the publication 
of a “History of the World War” in four volumes, to which Simonds 
is a contributor, though falsely advertised as the only history of the 
war written by Simonds. 

In equity. On motion for preliminary injunction. Denied. 

Rosenberg & Ball, of New York City (James N. Rosenberg, of 
New York City, of counsel), for complainant. 

Kellogg, Emery & Cuthell, of New York City (Dean Emery, 
of New York City, of counsel), for defendants. 


Manton, District Judge: Complainant moves for a_pre- 


liminary injunction, seeking to enjoin an alleged infringement of 


copyright. The prayer asks for equitable relief, based upon con- 
tracts made between the complainant and the defendant Simonds. 
Simonds is a writer, and has made considerable reputation, first 
writing for daily newspapers, the Sun and the Tribune, of the city 
of New York, and later composing a book entitled “The Great War” 
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in two volumes—“The First Phase” and “The Second Phase.” He 
contracted for the publication of these books with the complainant, 
a publisher, under date September 21, 1914, and December 16, 1914. 
He later wrote, for the defendant Doubleday, Page & Co., in a book 
series to be published in four volumes, called “History of the World 
War.” It is this latter effort that the complainant complains of 
claiming it violates the plaintiff's copyright and contract obliga- 
tions of Simonds. A provision of the contract of September 21st 
provides: 


“The author hereby grants and assigns to the publisher the work or 
book the subject or title of which is ‘The European War,’ including all 
serial rights,” etc. 


And the further provision: 


“The publisher shall have the first refusal of any continuation of this 
history of ‘The European War.’ ” 


The contract of December 16, 1914, provides: 


“The author hereby grants and assigns to the publisher a work or book, 
the subject or title of which is ‘The Great War—Volume 2.’” 


~ 


And it is further provided that: 


“From time to time the publisher shall have the first refusal of any 
continuation of this history of ‘The Great War’ on the same terms.” 

It is said that the publication of books by Simonds’ code- 
fendants is a violation, not only of complainant’s copyright, but of 
the terms of the contract above referred to, and therefore com- 
plainant presents three questions: 


(1) Does defendants’ publication invade complainant’s copy- 
rights? 

(2) Are the clauses in the contract giving the complainant 
the first refusal on any continuation of Mr. Simonds’ history of 
“The Great War” negative covenants, with the consequent right to 
complainant to an injunction against Mr. Simonds writing for others 
any continuation of “The Great War,” and an injunction against 


any others from publishing any such continuation? 


(3) Is the advertising by the defendants of their publication, 
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in which they say that theirs is the only ‘History of the Great War” 


written by Mr. Simonds, such evidence of unfair competition as to 


entitle complainant to an injunction against further acts along these 
lines by the defendants? 

Complainant copyrighted the first book published, “The Great 
War—The First “Phase,” and later copyrighted the book, “The 
Great War—The Second Phase.’” The book has been placed upon 
the market at considerable expense for advertising. The defend- 
ants have advertised their book, “History of the World War,” plac- 
ing in conspicuous type the name of Frank Simonds as its author, 
and stating that: 

“He is the man who prophesied this war,” etc. “He is the newspaper 
man who studied military strategy for eighteen years. * * * He has a 
style that made him famous. He is the man who spoke to America, but 
whom Europe heard. He is the editor of the New York Tribune, which is 


read by European general staffs. * * * He is the one great historian 
whom this war has produced.” 


It is this advertisement, and the language employed, that con- 
stitutes the claim of unfair composition, as well as the violation of 
copyright. The ninth paragraph of the bill of complaint alleges 
that some portions of the book have been published in the New 
York Evening Sun; that the Sun’s copyright in and to such por- 
tions was duly acquired by and is owned by the complainant. 

The defendants raise the objection that nothing is said in the 
moving papers to show how the publishers of the Evening Sun took 
the necessary steps to secure statutory copyright, but there is a let- 
ter addressed to the complainant from the editor’s office of the Sun, 
stating: 

“The Sun will at any time execute formal assignment in the matter of 
copyright on Mr. Simonds’ editorials. If you will have the article pre- 
pared, I will attend to it at once.” 

However, passing the question of the complainant’s title, I will 
consider the claim of violation of the copyright. 

The complainant alleged, in his moving papers, that the de- 
fendants’ book “is closely similar in substance, content, plan of ar- 
rangement, and method of treating this subject, and it is another 


version or revision of complainant’s volumes, and is a rewriting 
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thereof, which deals with the subject-matter, uses the same gen- 
eral arrangement, and contains the same points of review,” etc., 
and as illustrative of this attention is called to volume 1, pages 9 
to 15, chapter 1, of complainant’s book, entitled ‘Assassination of 
the Archduke,” beginning chapter 2 of the European Crisis, which 
described the immediate causes which led to the war, the theory of 
causes being the cumulative force of conflicting interests as typified 
in the European crisis preceding the war, to wit, the annexation of 
Bosnia and Agadir and the conference that followed the defeat of 
Turkey and Tripoli by Italy, the two Balkan wars resulting in the 
thwarting of Servian aspiration for a window on the sea, and the 
creation of irredemption in Servia. 

The author nowhere takes the common stand that Germany 
willed the war and that it was her desire for alliance and expansion. 
In defendants’ book, the same theory of cause is written in chapter 
2, entitled “From Tangier to Armageddon.”” The consequences and 
causes in complainant’s books are Bosnia, Agadir, the conference 
following Agadir, Tripoli and the first and second Balkan wars. 
This is written of in the defendants’ book under the title “Bosnia: 
The Second Gesture,” and in somewhat similar phrase. The occu- 
pation of Bosnia by Austria, as thus described, is given as one of 
the leading causes for the present war, and it is clear in each book 
that at the critical moment Germany made a military threat, that 
this threat was directed at Russia, rather than the other Allies, 
and that this had the direct result of promoting Russian intrigue 
in the Balkans. There is similarity of reason and writing in the 
description of the Agadir incident, following the Bosnia affair. The 
reference to the German disaster, and Germany’s turn to yield, and 
Germany’s prestige being terribly shaken, is similar in reason, al- 
though couched in different language, and there is a parallelism in 
dealing with the first Balkan war and the second Balkan war, all 
of which is in analyzation of the events which led to the present 
war stretching over a period of years preceding the war. The 
27 pages in defendants’ book which are devoted to an analysis and 
explanation of the earliest movements in European history are 
more than an amplification of the subject as given in the complain- 
ant’s book. I consider it new matter. 
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The author, in each case, makes a statement of historical facts 
as to the objection made by France, Great Britain, and Russia to 
the annexation of Bosnia by Austria, and reference to the interposi- 
tion of Germany at the critical moment on the side of Austria. It 
cannot be perceived, how a historian can deal with this matter dif- 
ferently, if he is attempting to state historical facts; and the same 
use of a metaphor would, indeed, argue against the contention that 
the author was attempting to cover an obvious copying. The refer- 
ence to the memorable speech of Lloyd George, with the correspond- 
ing statement in defendants’ book, is but a repetition of historical 
material, now common to all the world. The same is true of the 
treatment of the first and second of the Balkan wars, and unless the 
writer, a historian, may never write twice on the same subject, I 
fail to see how he might avoid similarity of expression in recitation 
of historical material. 

Reference to the story of the drive of the Germans under Kluck 
against the English, under Sir John French, in connection with the 
German advance in northern France, in the early period of the war 
and before the battle of the Marne, are not similarly described in 


both books, and the author’s comments and criticisms of each gen- 


eral are not similarly described; and this is quite natural, in view 
of the lapse of time between the two writings. The reference to 
the comment and effect upon the European situation after the battle 
of the Marne, and the importance of the battle of Ypres, and the 
particular stress placed upon each battle by the writer, was to be 
expected, for each is now considered a turning point in the history 
of this war. If, as a result of study and observation, after writing 
for complainant about these battles, he wrote differently, as he seems 
to have done, in the defendants’ book, the author has not violated 
complainant’s copyright. 

Under the authorities, I do not think that a showing of copy- 
right violation has been made out. There are 80 chapters in the 
complainant’s book. Of these, 18 are selected for comparison, and 
their chapter headings are referred to as similar; but this was 
necessary, as descriptive of the occurrences. The test laid down in 
Rooney v. Kelly, 14 Irish Common Law, New Series, 158, is whether 
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such other book may, in some respects, be similar to the author’s 
former book, and the question would be whether such other book 
should, under all the circumstances, be fairly considered as a new 
and original work, or merely as a reproduction, in whole or in part, 
of the former book. 

Drone on Copyright says (page 417): 

“An author is entitled to the use of information or materials which 
may be obtained from common sources, either published or unpublished. 
* * * But there is nothing in the law of copyright to prevent any person 
who has obtained common materials from the original sources from using 
them in substantially the same manner and for the same purpose as they 


have been previously used, provided the arrangement is his own and is not 
servilely copied from the work of another.” 


Judge Story, in Emerson v. Davies, 3 Story, 768, Fed. Cas. 
No. 4,436, said: 

“Tt may be laid down as the clear result of the authorities, in cases of 
this nature, that the true test of piracy or not is to ascertain whether the 
defendant has in fact used the plan, arrangement, and illustrations of the 
plaintiff as the model of his own book, with colorable alterations and varia- 
tions only to disguise the use thereof, or whether his work is the result of 
his own labor, skill and use of common materials and common sources of 
knowledge, open to all men, and the resemblances are either accidental or 
arising from the nature of the subject; in other words, whether the de- 
fendant’s book is, quoad hoc, a servile or evasive imitation of the plaintiff’s 


work, or a bona fide original compilation from other common or inde- 
pendent sources.” 


There is no reason why there should be a different rule, where 
the same author writes on the same subject, than the rule where 
two different authors, working from sources available to all, write 
on the same subject, in the absence of some provision in the con- 
tract of employment which forbids it. In either case, the latter 
book must not represent unfair appropriation of the labors that 
went into the first book. 

The provision of the contract of employment above referred 
to is claimed by the complainant to amount to a negative covenant, 
and it is said that Simonds has become a unique character by rea- 
son of his reputation, and that the services thus to be rendered by 
him are of such unique character as would warrant the injunctive 


relief for breach of this negative covenant. 
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The defendants’ claim that the contract grants an option on 
the services of Simonds to the complainant seems to be concurred 
in by the complainant. A refusal is an option (English Law Dic- 
tionary); is often used to indicate an option (Bouvier’s Law Dic- 
tionary). The defendants have published one volume, and signified 
their intention of publishing other volumes, of the History of the 
World War, and it is advertised that Mr. Simonds will contribute 
to succeeding volumes. A court of equity will infer a negative 
covenant in a contract where equity and justice requires. Harper 
v. Klaw (D. C.) 232 Fed. 609. But such covenant must be clearly 
implied and understood by all the parties. It should not be em- 
ployed, unless it is indispensable to carry the intention of the parties 
into effect. D. & H. Canal Co. v. Coal Co., 8 Wall. (75 U. S.) 
276, 19 L. Ed. 349. Implied promises are to be cautiously, not 
hastily, raised. Genet v. D. & H. Canal Co., 186 N. Y. 608, 
32 N. E. 1078, 19 L. R. A. 127. It should be founded upon clear 
contract, and the court should not interfere by injunction, unless 
a clear contract is shown. Warne v. Rauledge, L. R. 18 Equity, 
497. It is only in a case where the services are especially unique 
and extraordinary, as in the case of singers, actors, artists, and 
the like, that equity will interfere to restrain, by injunction, a viola- 
tion of the restrictive covenant. Strobridge Litho. Co. v. Crane, 
58 Hun, 611, 12 N. Y. Supp. 898; Pomeroy’s Equity Jurisprudence, 
vol. 4, § 1344. 

The moving affidavit shows that Mr. Simonds was an editorial 
writer on The Sun, not known to the general public when he pub- 
lished ‘The Great War—The First Phase.” It is claimed that 
after the publication of this book, through the efforts of the com- 
plainant, he became the leading writer on the war. It was prior to 
the publication of ‘““The First Phase” that the contract of September 
21, 1914, was made. At the time of the making of the contract of 
December 16, 1914, he had only acquired such fame as the publicity 
of the book “The Great War—The First Phase” gave him from 
October 24 to December 16. From this it cannot be said that 
the parties, at the time they entered into the contract, had in mind 
the unique and extraordinary character of Simonds’ services, so 
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that they must be presumed to have intended to make his services 
subject to a negative covenant. While he may have reached fame, 
indicating special ability as a historical writer, at the time of this 
decision, that is not the test. There is not sufficient showing, at 
least now, which would warrant inferring a negative covenant. 
Hammerstein v. Mann, 137 App. Div. 580, 122 N. Y. Supp. 276; 
Star Co. v. Press Pub. Co., 162 App. Div. 486, 147 N. Y. Supp. 
579. The contracts provided that the author should receive 10 per 
cent. of the published retail prices on the first 2,500 copies sold, 
12% per cent. on the next 2,500, and 15 per cent. thereafter. Con- 
tracts which contemplate service of a unique character are usually 
fixed in lump sums, and in the absence of some express covenant 
one should not be inferred here. 

There is also a lack of mutuality which forbids the enforce- 
ment of a contract by injunction. If the claim of complainant is 
correct, Simonds is bound to sell any continued service to complain- 
ant; but it is not pretended that Kennerley is bound to buy it. 

So far as appearances are concerned, there is nothing which 
would indicate a just claim of unfair competition. The titles are 
different; the appearance of each book is different. As counsel for 
the defendants claim, there will be, if there are not already, a num- 
ber of books written as history of this war, which will be derived 
from the same common sources dealing with the same subject-mat- 
ter. Similarity of such histories and references therein must be ex- 
pected, and cannot rise to the degree that will sustain a charge of 
unfair competition. 

The advertising matter recites that the proposed history is to 
be made up of at least five volumes, contributed to by Viscount 
Bryce, Ex-President William T. Taft, Orville Wright, Hudson 
Maxim, Ian Hay, Winston Churchill, McConnell, the American 
aviator, and Stephane Lauzanna. The statement in the advertis- 
ing that defendants’ book is the only history of the war written by 
Simonds is not truthful; but this, standing alone, is not sufficient. 
There is no such physical resemblance of the two articles’ imitation 
of advertising and sales resulting from such advertising as to con- 
stitute words or acts which either deceive, or which are well calcu- 
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lated to deceive, the public. The fraud necessary to sustain a claim 
of this character must be proven. It cannot be inferred from simi- 
larities not calculated to mislead the purchaser. The action may 
be maintained where it appears that the defendant is destroying or 
attempting to destfoy an honest business by dishonest means. Kip- 
ling v. Putnam, 120 Fed. 631, 57 C. C. A. 295, 65 L. R. A. 873. 
The name of a book is never a trade-mark and cannot be. Deceit 
is an indispensable element of unfair competition. There must be 
shown an intention to palm off defendants’ book for the plaintiff’s 
book. The burden is on the complainant to make clear and satis- 
factory proof of fraudulent intent and deceit. Similarity of chap- 
ter headings, or what would be the same thing, alone would not 
support the charge of unfair competition. 

Upon the showing at this time, where a preliminary injunction 
is sought, I am satisfied that the complainant has not made out a 
case which warrants a court in equity interfering with the defendant 
Simonds’ personal liberty, or with the defendants’ publication and 
sale of the work. 


The motion will, therefore, be denied. 





Coca Cota Company v. BENJAMIN DUBERSTEIN 
United States District Court 


Southern District of Ohio, March 19, 1918 


Trape-Mark INFRINGEMENT—“Coca-CoLa.” 

The complainant’s mark “Coca-Cola” is infringed upon by the use 
of “Coca and Cola” blown in the bottle and applied to the cap in red, 
in script imitative of the former mark. It is likewise infringed by the 
words “El Cola.” 

INFRINGEMENT—LIABILITY OF MAKER OF Borrte. 

The maker of a bottle who blows therein an infringement of plain- 
tiff’s trade-mark is properly a party defendant to a suit to enjoin the 
use of the infringing mark. 

INFRINGEMENT— Use oF Laser To Cover INFRINGING Mark. 

The use of an adhesive label to cover the words “Coca and Cola” 
blown into the defendant’s bottle affords him no protection against his 
illegal use of the words, the liability of such labels to become detached 
being well established. 
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4. INFRINGEMENT—INJUNCTION—CONTEMPT. 

The use, pending a suit and while a preliminary injunction is in 
force, of bottles in which are blown the words, the use of which is en- 
joined, the words being covered with an adhesive label, itself display- 
ing an infringement upon plaintiff’s mark, is a violation of the in- 
junction order, and should be punished as contempt of court. 

In equity. On final hearing. Decree for complainant and 


order to punish defendant for contempt. 


Matthews & Matthews, Harold Hirsch, Frank F. Reed and 
Edwin S. Rogers, for complainant. 
Dale & Kusworm, for defendant. 


Beginning in 1886 complainant’s predecessors had built up a 
large business in a syrup in which there was an infusion of an ex- 
tract of coca shrub and of cola nuts, the latter made after, it is 
said, the cocaine is extracted from them. The syrup is the basis of 
a non-intoxicating beverage made by combining it with carbonated 
water. Since 1892, the complainant has been the exclusive owner 
and proprietor of the business. The product was named “Coca- 
Cola” at the beginning and the beverage has been known under that 
name for more than thirty years. By the expenditure of millions 
of dollars in advertising, it has become well known throughout the 
land. The name means, and is understood by the public to mean, 
complainant’s product. 

The name was registered in 1893 in the Patent Office, and 
again in 1895, in pursuance of the act of Congress of that year, was 
registered. The bottles in which it is sold are of uniform size and 
appearance, with the name “Coco-Cola” blown in them, and the 
caps of the bottles bear the trade-mark. 

The defendant, Duberstein, a bottler of soft drinks at Dayton, 
Ohio, under the name of Dayton Mineral Water Co., bottles a 
product purchased by him from one John D. Fletcher, who calls 
his product, “John D. Fletcher’s Carbonated Syrup, a genuine Coca 
and Cola Flavor’. He was the president of the Nashville Syrup 
Co., enjoined from making and selling ‘“Fletcher’s Coca-Cola”, 
(215 Fed. 527, C. C. A. 6) [4 T. M. Rep. 323]. The bottles in 


which Duberstein sells the product to the other defendants, saloon 
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keepers, etc., at Dayton and vicinity, are approximately of the same 
size as Coca-Cola bottles, and in them is blown the words “Coca 
and Cola”. The “and” is in small type, and the “Coca”, “Cola” in 
script imitating the script of the genuine Coca-Cola trade-mark. 

The defendant Coshocton Glass Co., is the maker of bottles for 
Duberstein. 

The validity of complainant’s trade-mark as the exclusive 
property of complainant has been established in a number of cases 
elsewhere and in this circuit. (Coca-Cola Co. v. Nashville Syrup 
Co., 200 Fed. 153 [3 T. M. Rep. 28] 215 Fed. 527, C. C. A. 6) 
[4 T. M. Rep. 323]. 

Defendant’s product is colored to an exact imitation of the 
color of complainant’s by the use of caramel which serves no other 
purpose. The cap on defendant’s bottles contains the name “Coca 
and Cola” product to “El-Cola’’, and thereby escape the condemna- 
tents is a flavor of Coca and Cola. There is no trace of the coca 
shrub or cola nuts or coca leaves in it. The testimony shows con- 
clusively that it was intended to deceive the consuming public and 
in many proved instances did deceive; but aside from this, the ap- 
pearance, coloring, size, caps, the delivery slips, the name “Coca 
and Cola” blown in the bottle, make the product on its face a fraud 
on the complainant and on the public. The complainant is en- 
titled to an injunction against all the defendants in accordance with 
its prayer, and for an accounting. 

During the progress of the case, Duberstein sold his product 
as “El-Cola” in the same bottles in which he had been selling “Coca 
and Cola’, covering the words “Coca and Cola”, blown therein, by 
a diamond shaped label pasted thereover, on which was printed in 
large type in white on a diamond shaped black background, ‘“E]- 
Cola”’. 

By pasting on the label, Duberstein would change his “Coca 
and Cola” product to “El-Cola”, and thereby escape the condemna- 
tion he evidently expected “Coca and Cola” would receive in this 
case. Thereby he is charged by complainant with contempt of 
court. 


— ee 


Sie 
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This is illustrative of a strange lack of perception on the part 
of defendant, Duberstein, and by many, as the decisions show, in 
cases of infringement of trade-mark and unfair competition, that 
the courts deal with matters of substance rather than of form and 
that the odor of fraud is difficult to remove. This case reeks with 
it. Why does the defendant use the word “Cola” at all? And 
why color its product as it does? And why adopt the same size 
of bottles? The only purpose is to appropriate a part of the value 
of complainant’s trade-mark and good will. 

Pasting the label “El-Cola” affords no protection to defend- 
ants’ illegal act. These bottles are in contact with ice and water 
all the time while waiting for use. Aside from the instances proved 
of the labels having became detached, their liability to become de- 
tached is so great as not to afford protection even if their perma- 
nency would be a protection. Prest-O-Lite Co. v. Davis, 209 Fed. 
917 [4 T. M. Rep. 91] aff’d. 215 Fed. 349 (C. C. A. 6) [4 T. M. 
Rep. 419]; Prest-O-Lite Co. v. Bogen, 209 Fed. 915; Prest-O-Lite 
Co. v. Avery Lighting Co., 161 Fed. 648; Evans v. Von Laer, 32 Fed. 
153; Wood v. Burgess, (1890) 59 Law Jour., N. S. 11; Thwaites 
& Co. v. M’Evilly, 20 Rep. Pat. Case. 663, aff'd 21 Rep. Pat. Cas. 
397, 401, 402. 

It is also proved that defendants’ “El-Cola” is palmed off by 
dealers as “Coca-Cola”. 

But the label, if permanent, affords no protection. “El-Cola” 
is in itself an infringement of complainant’s trade-mark ‘‘Coca- 
Cola”. Complainant has cited more than twenty-five applicable 
decisions. 


In addition to the injunction plaintiff may take an order find- 
ing Duberstein guilty of contempt, the punishment to be determined 
when the formal order is taken. 











STATEMENT OF OwNeERSHIP, management, etc., of The Trade-Mark 
Reporter, published monthly at Burlington, Vt., as required by act of 
March 3, 1879: Publisher, The United States Trade-Mark Association; 
Editor, Arthur Wm. Barber; Owners, Arthur Wm. Barber and Lanier 
McKee. There are no bondholders or other security holders. 

Sworn to and subscribed by Arthur Wm. Barber, before me this 
thirtieth day of March, 1918. 

M. T. Hanxtns, Notary Public, Kings County, N. Y. 

(My commission expires March 30, 1919.) 








